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Status 

1 )KI Responsive to communication(s) filed on 03 September 2009 . 
2a )□ This action is FINAL. 2b)^ This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 4-16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Iwakirii et al., WO 200401 1553. To the extent that it evolved from a National stage 
application of the aforementioned international disclosure, U.S. Patent # 7,473,441 is 
believed to have an identical disclosure and is used as a faithful translation of the WIPO 
document into the English language. All citation of teaching location will be those for 
the U.S. publication. They describe a composition comprising at least those 
components outlined in the abstract where the silylated oxyalkylene polymer has a 
number-average molecular weight of between 16,000 and 50,000 (column 8, lines 13- 
16), is made by ring-opening polymerization of an epoxide in the presence of a double 
metal cyanide complex (column 5, lines 38-43) and, thus, will inherently possess a 
polydispersity within the claimed range, and preferably contains 1 .2 to 1 .6 silicon groups 
on average where the polymer is linear. Also added to the composition are 
condensation-curing catalysts (column 14, lines 16-55), fillers, (column 16, lines 26-57), 
and various other adjuvants. 

As for the amount of plasticizer (C), it is appreciated that the permissible range, 
while it overlaps the range advocated by the claims, is broader than the claimed range 
by an order of magnitude. Nevertheless, the subject matter as a whole would have 
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been obvious to one having ordinary skill in the art at the time the invention was made, 
since it has been held that choosing the overlapping portion of the range taught in the 
prior art and the range claimed by the applicant, is prima facie obviousness, see In re 
Malagari, 182 USPQ 549. 

As for claim 2, it is expected that this condition is satisfied where the amount of 
plasticizer added corresponds to the low end of the range deemed appropriate by the 
reference. 

Concerning claims 4-1 5, the Examiner takes notice of the fact that each of the 
synthetic approaches for appending a silyl group to a polyether defined by these claims 
is quite familiar to one of ordinary skill in the art of preparing silane-functionalized 
organic polymers. Indeed, at least most of these techniques are disclosed in one or 
more of the citations in the first 8 lines of the paragraph bridging columns 9 and 10. 

Concerning claim 16, it is stated in column 19, line 1 that phthalate plasticizers 
may be used in addition to the high molecular weight polyoxyalkylene plasticizer (C). 

Response to Arguments 

The rejection over Okamoto is hereby withdrawn because it appears that 
Applicant is indeed correct that they do not fairly suggest a polyether component having 
the required amount of silicon group content. 

The arguments presented in Applicants' September 3, 2009 correspondence, 
while the also have some bearing on the present rejection, do not serve to obviate this 
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rejection. Iwakirii anticipates every aspect of the invention except the limitation 
pertaining to the amount of surfactant- to the extent that the range of silicon content of 
the claims and the reference are nearly fully co-extensive, this aspect of the claimed 
invention is anticipated- and there simply is not enough data showing criticality 
associated with the claimed range of plasticizer incorporation. Indeed, most of the trials 
seem to be designed to show what occurs when one operates outside the specified 
range of silicon group content. It is notable that there is not even a trial where the 
silicon group content limitation is satisfied while the plasticizer quantity limitation is not 
though the Examiner believes that more than a single experiment would be needed to 
augment the existing data in trying to establish an unexpected result. 

Due to the new ground for rejection and the fact that the scope of the claims was 
not really altered in any significant way, this rejection is not being made final. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARC S. ZIMMER whose telephone number is 
(571)272-1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

October 29, 2009 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



